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REMARKS 

Claims 13-26 are pending. All claims are under examination. 
No claims are allowed. The only grounds of rejection are for 
alleged lack of novelty under 35 USC 102 (e) and for alleged 
obviousness under 35 USC 103. Both grounds of rejection rely on US 
6,569,216 Bl (Taira) . Since Taira is not prior art under either 
section of the patent statute, all grounds of rejection must be 
withdrawn. 

Issues under 35 USC 102 (e) 

The rejection of claims 13, 14, and 16-26 in paragraph 3 on 
page 3 of the last Office Action over Taira under 35 USC 102 (e) is 
traversed. 

The Taira reference can not be used as prior art since Taira 
is a PCT application filed prior to November 29, 2000, and thus the 
" (e) " date thereof is the date of national entry into the United 
States i.e. May 25, 2001, irrespective of its publication language. 
The U.S. filing date of the pending application is April 27, 2001 
which is earlier that Taira' s n (e) M date. 

Also, even under the new 35 USC 102(e), Tara is not applicable 
prior art. The new 35 USC 102(e) patent statute contains two, and 
only two, subsections namely subsection (1) and subsection (2) . 
For reasons which appear more fully below, Taira is not prior art 
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under either subsection and is therefore not prior art under new 35 
USC 102 (e) . 

The first sub section, 35 USC 102(e)(1), reads: 



A person shall be entitled to a patent unless - 

(e) the invention was described in - (1) an 
application for patent, published under section 
122 (b) , by another filed in the United States 
before the invention by the applicant for patent 

Taira was filed in the United States on May 25, 2001, 
after the April 27, 2001, filing date of the instant case. 
After is not " before" as required by 35 USC 102(e) (1) . Tiara 
is therefore not prior art under 35 USC 102(e) (1) . 

The second sub section, 35 USC 102(e) (2) reads: 



A person shall be entitled to a patent unless - 

(e) the invention was described in . . . (2) a 
patent granted on an application for patent by 
another filed in the United States before the 
invention by the applicant for patent, except that 
an international application filed under the treaty 
defined in section 351 (a) shall have the effects 
for the purposes of this subsection of an 
application filed in the United States only if the 
international application designated the United 
States and was published under Article 21(2) of 
such treaty in the English language . . . [35 
U.S.C. 102(e) emphasis supplied] 



Taira is not prior art since it was not published "in the 
English language" as required under the statute. It was published 
in the Japanese Language as shown by the WIPO print -out attached 
hereto as Exhibit A. On Exhibit A Item "(26)" reads: "Japanese" 
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meaning that the language of publication of Taira was Japanese not 
English as required under 35 USC 102(e) (2) . 

Accordingly, under each of the previous and new 3 5 USC § 
102(e) statutes, Taira is not prior art. 



Issues under 35 USC 103 

The rejection of claim 15 in paragraphs 5-7 of the last Office 
Action as obvious over Taira is traversed because Taira can not be 
used as prior art in an obviousness rejection under 35 USC 103 
because of the common ownership exception of 3 5 USC 103 (c) . 

The Examiner acknowledges that if Taira is prior art, such is 
true only by virtue of 35 USC 102(e). The Examiner alleges that 
other "Claims. . .are rejected under 35 USC 102(e) as being 
anticipated by Taira. . . "[last Office Action page 4, line 1] . 

Taira is assigned on its face to KAO Corporation (KAO) . The 
instant application is assigned to KAO by an assignment recorded 
amongst the PTO records on reel 011757 at frame 0957. Taira and 
the instant application are owned by the same person i.e. KAO. The 
obviousness section of the patent statute, 35 USC 103 is clearly 
not applicable under this fact situation because of the exception 
in section (c) of 35 USC 103, which reads as follows: 
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(c) Subject matter developed by another person, 
which qualifies as prior art only under one or more 
of subsections (e) , (f ) , and (g) of section 102 of 
this title, shall not preclude patentability under 
this section where the subject matter and the 
claimed invention were, at the time the invention 
was made, owned by the same person or subject to an 
obligation of assignment to the same person. [35 
USC 103 (c) ; emphasis supplied] 

The statute requires that Examiner withdraw this ground of 

rejection. 



Conclusion 

Should there be any outstanding matters that need to be 
resolved in the present application, the Examiner is respectfully 
requested to contact David R. Murphy (Reg. No. 22,751) at the 
telephone number of the undersigned below. 
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If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of 
time fees. 

Respectfully submitted, 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 



iPM ■ Httitv 



JWB/DRM : bmp 
1422-0472P 



By_ 





Joh: 



Bailey, #32, 881 



P.O.Box 747 

Falls Church, VA 22040-0747 
(703) 205-8000 



Attachments 



Exhibit A: "INTERNATIONAL APPLICATION PUBLISHED UNDER THE PATENT 
COOPERATION TREATY (PCT) printed from www.wipo.org on 
4/22/2005 showing that Taira was published in the 
Japanese language. (2 pages) 

Exhibit B: Filing receipt for US Application No. 09/856,713 

showing that the Taira was filed in the USA on May 25, 
2001, after the filing of this application. 
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(57) An abrasive fluid composition comprising a chelating compound or a salt 
thereof, a partially esterified and/or partially etherified polyhydric alcohol compow* 
and water; an abrasive fluid composition comprising water, an abrasive material, an 
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the content of the intermediate alumina is 1 to 50 parts by weight per 100 parts by 
weight of the abrasive material; and an abrasive fluid composition comprising water, 
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per 100 parts by weight of the abrasive material. Use of any of the abrasive fluid 
compositions is effective in improving abrasion rate and reducing the surface 
roughness of a work without generating defects, such as scratches or pits, on the 
surface of the work. 
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